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TURKEY: ENFORCEMENT STRATEGIES 

Ugur Aktekin, Ozge Atllgan Karakulak and Hande Han~er of Mehmet GUn & Partners counter 
the perception that Turkey's enforcement tools are inefficient, and detail the best ways to tackle 
infringement 

How to combat persistent infringement 

As a bridge between Euro pe and Asia, Turk ey's unique 
geographic loca tio n has a lways been a n aUl'ac ti ve venue 
for IP infringers, lr is not an exaggeration ro say that 

a lmost a ll IP owners could recount a t least one infringement 
experi ence in Turkey. It is al so very common ro hear com
plaints th at the enforcement roo ls are not effi cient enough ro 
overco me the pers istent ac tivities of the dedica ted , a nd in some 
cases very crea ti ve infringers in Turkey. 

Whil e it may be true th at in Turkey, IP own ers ma y have 
experienced the most crea ti ve acts of IP infringe ment, it wo uld 
no t be fa ir to say th at the Turkish Law does not prov ide effec
ti ve enforce ment roo ls aga inst such infringements. 

Indeed, the Turkish IP Laws, in pa rti cul ar Law 5846 
Perta ining ro the Protecti on o f the Intellectua l and Arti stic 
Wo rks (the Co pyright Law), Decree Law 551 Perta ining ro th e 
Protection of Patents, Decree Law 554 Perta ining ro th e 
Pro tecti o n of Indu stri a l Des ig ns a nd D ecree La w 556 
Perta ining ro the Pro tecti o n of Tradema rks, a re in compliance 
with EU legisla tion in a lmos t a ll as pects, and provide a stro ng 
lega l bas is. In additi on, in Turkey there are 11 specia lised civil 
IP courts and 11 specia li sed crimina l IP co urts in Ista nbul, 
Ankara and Izmir. 

Turki sh JP prac ti ce does have sufficient legal fo unda tions, 
a nd th e lega l enviro nment fo r effective IP enfo rcement. 
However, in prac tice there are so me pitfalls, stemming ma inly 
fro m precedents a nd the procedura l law, w hi ch sho uld be ca re
full y co nsid ered in adopting and implementing an IP enfo rce
ment stra tegy. 

Thi s a rticle aims ro briefl y inform IP owners abo ut enfo rce
ment remedies a nd give them so me tips th at will help in deter
mining an effective enforcement stra tegy in Turkey. 

Enforcement remedies 
It should be sta ted that the Turki sh Laws mainly offer IP own
ers w ith the fo llowing remedies: (i) administra tive meas ures (ii ) 
civil co urt actio ns a nd (iii) crimin al raids and actions. An effec
tive stra tegy requires a deta iled ana lys is of the fac tua l circum
stances, identifying the applicable courses o f action and deter
mining which o nes ro appl y and in which o rder, by a lso con
sidering the issues in rela ti on to the specifics o f th e jurisdiction 
tha t ac tions will ta ke pl ace. 

The preparation stage 
Before deciding on th e acti ons ro be taken th ere should be a 
comprehensive a nd well -ma naged prepara ti o n stage during 
which the IP right holder ga thers information about the 
infringer and the extent a nd sco pe of the infringing ac ts. These 
a re importa nt to try ro guess how aggress ive the infringer ca n 
be and in pa rti cul a r how th e approach o f the IP ho lder sho uld 
be. In some cases, simple sea rches o n public records a nd th e 
internet may provide sufficient in for mation , but in most cases 
it is required to employ profess iona l in vestiga tors to collect a ll 
th e releva nt in formation. For an effective in vestiga ti on, it is 
importa nt that the in ves tiga ror has a bas ic understa nding of 
the IP rights th at he will inves tiga te and the fo rms of their use 
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by busin esses, as we ll as th e releva nt busin ess fie ld a nd prod 
ucts. Anothe r importallt iss ue d uring thi s stage is co ll ect ion of 
ev id ence. As there is a lwavs the ri sk th in the infringe rs mal' trv 
ro obscure the ev id ence o r be a lar med about poss ih le an io ns, 
it is important ro co llect ev id ence a t thi s stage. T hi s may eith e r 

be by mea ns of test purchases during th e in vest iga tion , o r by 
app lying ro a co urt for th e determinati o n of ev id ence . 

During the preparation stage, it is al so necessa ry ro inquire 
w heth er th e infringe r has a ny ri ghts, in pa rri cul a r trade ma rk 
o r industri a l des ign applica ti o ns o r registrati o ns w hi ch may 

reg istered tL',lde mark or industria l des ign w hi ch may p ro vide 
,1 safe harbo ur ro co ntinu e th e infrin ge ment'. Acco rding lv, in a 
case w here th ere is a pendin g t ra de mark o r des ign app li c ni oll 
fi led bl' th e infrin ge r, the oppos iti o n stage wo uld be req uired 
ro ensure th e success of the action pla n. 

T he reco rd in g of IP ri gh ts w ith C usrom s eni1bles IP own e r~ 

ro mo ni ro r the ent r,lnce of co unterfeit o r infrin g in g items illto 

Turki sh markets. Fo ll ow ing the reco rdin g o f th e rights, th e 
C usroms ,wtho ri t ies de ta in the suspected products a nd in fo rm 
th e IP o wn er. Howeve r th e deta inment o f the goods is tempo -

raL')' a nd th e IP ow ners have ro co m
mence c ivil or crimina l proceedings in 

Turkey's unique geographic location has always 
been an attractive venue for IP infringers 

order ro have the counterfeit or in fr in g
ing goods perm anentl y seized a nd subse
quently destroyed . T here is also the sim 
plified destruction procedure th a t is p ro-

g ive a justified basis ro continue its infringing activ iti es. In 
Turkey, according to th e es ta bli shed precedents of the Court of 
Appea ls, the existence of trade ma rk or industri a l des ign appli 
ca tions or registra tio ns does g rant de facro immunity ro the 
infringers and allow them ro sa fe ly use th e infringing marks 
until the cancell ation of such applica tion s o r registration s. For 
this rea son, it is very common fo r infringe rs ro fil e trade mark 
a pplica tion s o r industrial des ign registrati o ns fo r ma rks th a t 
wou ld normall y be deemed by th e court ro infrin ge the rights 
of IP owners who have se nior registered rights, in an aim ro 
obtain registered rights a nd enj oy such immunity, at least for 
th e period until th eir registra tion is cancelled and deleted fro m 
the register. 

An effective preparation stage wi ll provide th e IP owner 
with a full picture of the case and based on this, a n ac tion plan 
for the enforcement of rights can be adopted. 

A combination of measures 
In most cases th e IP owners first consider w hethe r starting 
with a cease and desist lette r will lea d ro a positi ve outcome. 
Such an approach may be effective if th e preparation stage 
indicates that th e infringer has not ye t made substantial in vest
ments for th e infring ing products or th e infringer is not rota l
ly aware of the consequences of his activities. If, however, th e 
factual circumstances show th a t the infringe rs have a bad 
track record in te rms of IP infringement, and have acted inten
tionally, then sendi ng a cease a nd desist letter wou ld not pro
vide any positive results and might even cause adverse effects. 

According to the specifics of the situa tion, the IP owner 
may end up choosi ng one lega l action, a combination of lega l 
actions, or indeed, a ll possible ac tions. 

In so me cases the IP owner may need ro start w ith admin
istrative meas ures. Howeve r, it shou ld be stated that adminis
tra tive meas ures a re usua ll y a ux ili a ry act ions, and in most 
cases should be combined with civil and criminal actions .. 

In terms of lP-related admini stra tive meas ures, the most 
co mmon ones are oppositi ons before th e Turk ish Patent 

Institute which are avail a bl e for trade ma rks, patents and 
industrial designs, as there is no registra tion sys tem for copy
right in Turkey. In addition, the recording of IP rights w ith 
C usroms is one of the administrative meas ures that wou ld lead 
to the se izure of counterfeit or pirated goods by C uStolllS offi
cers. In most infringement cases, administrative actions are 
aux iliary actions, and should be co mbin ed w ith other remedi es 
in a n effect ive ac tion plan. 

Fo r in stance, th e oppositi o n stage before the TPI would 
help the IP owner to prevent th e infringer from obtaining any 
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vided in th e Cusroms Law; thi s al lows 
th e des tru ction of the co unte rfeit goods 

directl y by the C ustoms admini stration witho ut a court order, 
but onl y if a consensus is reac hed between th e right hold er a nd 
the owner o f the goods . Rega rding trade mark , design a nd 
co pyrights, it wou ld be fair ro say that record ing IP righ ts w ith 
C usrom s provides an effective rool for IP owners ro mo niror 
the flow of th e counterfeitin g a nd infringin g goods. H oweve r, 
in terms of pa tents, th e C usroms registra ti o n sys tem does not 
have the sa me power. Indeed, due ro the diffi culti es in 
ana lysi ng the technical as pects, it is diffi cult for Customs ro 
make an assessment a bout the possible pa tent infringement in 
order ro detain th e products. In addition , even if the goods are 
detained by th e C usroms a uthoriti es, it is no t easy for th e 
patent owner ro sta rt civil proceedings w ithin the tempo ra ry 
detention pe riod, again due to th e diffi culties o f techni cal 
ana lys is. In a ny case, th e patent owner ma y still use th e 
C usrom s registration system as a rool ro moniror th e mark et 
activiti es of the infringers. 

In terms of c ivil court ac tion s, an IP owner may as k th e 
co urt ro determine th e infringe ment and ro sro p th e infrin ge

ment activiti es, prevent th e co ntinu ance of the infringement 
ac tivities , and enforce compensation of the dam ages . 

The speciali sed IP Courts have a good record of knowl edge 
a nd experience as a result of their practi ce for over a decade. 
Howeve r, a noth er pitfall of the Turkish Procedura l Law is th at 
in most cases the courts require an ex pert exa mination , a nd in 
patent cases, th e expert exa min a tion is a must as the judges do 
not have a technical backgro und. Accordingly, the JP ow ner 
must ensure that all claims a re clea r enough ro facilitate the 
expert exa mination. For patent cases it is a lso importa nt th at 
the parties have their own technical ex perts and inform the 
court and the court-appointed experts about the particular c ir
cumstances of the co nfli ct. 

It is a lso possib le ro file fo r a prelimin a ry injunction (PI ) 
cla ims in order to prevent in fringing ac ti vities immediately and 
until the substanti ve actio n is finali sed . The PI has a specific 
importance in pa tent a nd industrial des igns, as th ese rights 

provide the ow ner with a mo nopol y ri ght o nl y fo r a cerra in 
per iod of tim e, a nd the patent or industrial des ign owner has 
a limited time ro full y exp loit its rights. 

PI cla ims ca n be either fi led separa te ly prior ro filin g the 
substanti ve ac ti on, or w ithin th e substantive civil ac ti on. T he 
difference between two procedures res ides in th e urgency of 
the threa t. No rmally, th e first optio n, name ly filin g a se para te 
PI request before filin g the main action, provides a mo re 
immedia te meas ure as th e court deal s with th e requ est withou t 
going inro the deta il s of th e merits of th e case, and so metimes 
by accepting th e requ ests for ex parte proceed ings. The second 



optio n a lso prov ides a n immediate me:J sure, as the co urt wi ll 
g ive priority to th e Pl requ es t befo re the merits of th e case, 
(but not as urgentl y as the fi rst optio n) and in most cases it w ill 
be dea lt w ith illter partes, eve n if a requ es t for ex p,Hte p ro
ceed ings is ma de. [n p rac ti ce, th e c ha nce of success of obta in 
ing a PI orde r depends o n th e strength of the evidence a nd 
prepa ration s. It wo uld be fa ir to say that if th e JP ow ne r is a bl e 
to present th e co urt w ith a c lear <lnal ys is of the li ke ly infringe
ment th e cha nces o f success fo r <1 PI order wo uld be reasona bl y 
high. Ind eed, the co urts do not ex pect a co mplete presentati o n 
o f the fac ts, but th e>' req uire that th e ri ght ho lde r p rovides 
them with a enoug h ev idence to convince th em of a lik ely 
infringement. In patent cases, due to the technica l aspec ts, th e 
co urts require an expert exa minatio n and thi s m ay delay th e 
process. But even in patent cases, if th e patent owner is we ll 
prepared for the case and informs the co urt a nd ex perts a bo ut 
the pa rticul ar technica l sp ecifications, the chances of success in 
obta ining a PI order wou ld be good. 

In te rms of cr imina l actions, th e JP ow ner is entitl ed to 
initi a te raid act ions fo ll owing a cr imina l co mplaint with the 
publi c prosec utors, w hic h wou ld th en m a ture into c rimin a l 
prosec uti o ns a nd act ion s. C urrentl y, crimin a l act io ns a re 
not ava il ab le fo r patent and indu st ri a l des ig n owners as the 
pro v isions rega rding the cr iminal sa ncti o ns of both D ec ree 
Law 55 1 a nd D ecree La w 554 have bee n a nnull ed by the 
Court of Co nstitution 's dec is ion numbers 2005157 E and 
20 09119 K . 

The crimina l route is ve ry effecti ve as it a ll ows the JP owner 
to seize the infringing products within a one to two da y peri 
od . H owever, the C riminal Law has a very stri ct approach, a nd 
in order to take a successful crimin a l action the infringing use 
should be straightforward . Accordingly, w here there is a clea r
cut infringe ment w hi ch does not require deta iled a na lys is, a 
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crimin a l act io n may be th e most effec ti ve too l for the IP owner. 
De pending o n the spec ific c ircumstances of a g iven case, c rim
inal ac ti o n may a lso be used as a n initial step to th en be co m
bi ned w ith c ivil proceed in gs, if th e infring in g act iviti es have 
multipl e d imensions. 

In additi o n to th e remed ies ava il a ble under IP Laws, th e re 
ma y be altern a ti ve avenues w hich the JP ow ner ma y consid er. 
In pa rti cul a r, if the products a t stake are subj ect to a spec ific 
admini strati ve process in te rms of manu facturing, impo rta tion 
and ex porta tion, and if th e infring ing products do not comp ly 
w ith these ad ministrative req uirements, th e JP ow ners ma y 
a lso consider appl ying to th e administrative a uthor ities to pre
vent the in fr inging ac ti vities . 

Close monitoring 
In conclusion, Turkish IP Laws do provide a suffi cient lega l 
bas is for a n effective IP enforcem ent provided tha t JP owners 
duly conside r the particulariti es of th e Turki sh m ar ket a nd IP 
practice. T here are m a ny tools for the IP owner to e ffec ti vely 
enfo rce their rights in Turkey, but an effec ti ve actio n plan 
req uires a well-managed preparatio n sta ge. Depending o n the 
particul ars o f th e conflict , the IP owners may a lso be allowed 
to co nsid er a lternati ve avenu es to fight aga inst th e infringers 
o r further strengthen the ir tools agains t the m. 

Finall y, in order to avo id the pitfa lls of Turkish pract ice, 
it is highly reco mm e nd th a t IP owners have th eir rights reg
is tered in Turkey be fore they ente r into th e market . In addi 
ti o n, if IP owners have ac ti ve busin ess in Turkey, th ey should 
be monitoring th e trade mark a nd design bull etin s to watch 
for a ny clues of infringe m ent by competitors o r infringers, 
and they sho uld a lso app ly to Customs fo r th e reg istra ti o n of 
th e ir IP r ig hts , in o rd er to m o nitor infrin g in g activities at the 
bo rd ers . 
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